United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/815,621 



FILING DATE 



04/02/2004 



FIRST NAMED INVENTOR 



Kia Silverbrook 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



24011 7590 01/14/2009 

SILVERBROOK RESEARCH PTY LTD 
393 DARLING STREET 
BALMAIN, 2041 
AUSTRALIA 



MOSSER, ROBERT E 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Application/Control Number: 10/815,621 
Art Unit: 3714 



Page 2 



DETAILED ACTION 

Allowable Subject Matter 

The indicated allowability of claims 32, 34, and 38 is withdrawn in view of the 
newly discovered reference(s) to StangI (US 7,197,642). Rejections based on the 
newly cited reference(s) follow. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving tlie level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Seidman 
(US 5,080,364). 

Seidman teaches competition system including the use of machine readable 
coded data printed on the label of a product. The system of Seidman further teaches 
interaction data from a barcode reading device indicating the reading of a barcode and 
affecting the entry into a competition responsive thereto {Seidman Figure 1, 2; Col 2:26- 
32, 2:61-63). 

Siedman does not explicitly teach limiting the number of messages 
communicated from the application to the user to a predetermined number of messages 
however figure 2 of Seidman would implicitly allow for a predetermined maximum 
number of messages from the application to the user based on the flow chart presented 
therein. Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of invention to employ a predetermined limit the number of messages presented to 
the user from an application in the invention of Seidman because as disclosed by 
Seidman only a finite number of messages are required to practice the invention. 

Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Seidman 
(US 5,080,364) in view of StangI (US 7,197,642). 
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Seidman teaches competition system including the use of machine readable 
coded data printed on the label of a product. The system of Seidman further teaches 
interaction data from a barcode reading device indicating the reading of a barcode and 
affecting the entry into a competition responsive thereto {Seidman Figure 1, 2; Col 2:26- 
32, 2:61-63). 

Seidman however Is silent regarding explicitly teaching the use of temporary 
communication addresses. With regards to this feature the prior art of StangI teaches 
the use of temporary communications addresses to conceal the actual communication 
address of one party from another {StangI Col 2:44-56). It would have been obvious to 
one of ordinary skill in the art at the time of invention to have incorporated the use of a 
temporary communications address in the invention of Seidman because such a 
combination would represent the mere combination of known communication 
techniques through conventional means that would yield expected and predictable 
results. 

Claim 38 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Seidman 
(US 5,080,364) in view of Silverbrook et al (US 6,457,883) in further view of StangI (US 
7,197,642). 

Seidman teaches the Invention as taught above Including the verification of 
competition entry through the presentation of an award {Seidman Figure 2) however, 
Seidman is silent regarding the explicit teaching of incorporating a sensing device ID, or 
the allocation of a temporary registration The reference of StangI teaches the 
utilization of temporary communications addresses to conceal the actual communication 
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address of one party from another (equivalently understood as a temporary registration) 
as cited in the above combination. With regards to the use of the ID feature, 
Silverbrook teaches the inclusion and transmission of a application alias ID, user ID, 
and pen ID {Silverbrook Elm 65; Col 37:22-30). It would have been obvious to one of 
ordinary skill in the art at the time of Invention to have incorporated the use of device 
identifiers in the invention of Seidman and StangI because such a combination would 
represent the mere combination of known communication techniques through 
conventional means that would yield expected and predictable results. 

Response to Arguments 

Claims 32,34, and 38 were previously indicated allowable in the office action 
dated March 18'^^, 2008 however upon subsequent review of the pending claim 

language and discovery of the reference to StangI the above rejections were 
determined to be pertinent to the allowability of the pending claimed subject matter. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT MOSSER whose telephone number is 
(571 )272-4451 . The examiner can normally be reached on 8:30-4:30 Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Robert E Pezzuto/ 

Supervisory Patent Examiner, Art Unit 3714 



/R. M./ 

Examiner, Art Unit 3714 



